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TO:

FROM:

SUBJECT:

BUREAU OF LAW
MEMORANDUM

Cornmlsstoner Samuel E. Lepler

Evelyn i(lng, Hearlng Offleer

MTCHAEL KLOTZ

Pet l t ton. for  a Redetermlnat lon of  a Def lc lency
or fon a Refund of Unlnconporated Buslness Toces
under Article. 23 of the Tax Law for the year 1951.

As suggested, f am submlttlng the folLowLng lnforrnal
memorandum to be read ln conJrxrctlon wlth the formaL memonandum
submltted Febnuaw 20, :.968 to the state Tax commlssl-on.

(1) The petlt loner does not cLalm exemptlon from Untncorporated,
Business Tax as a lawyer, englneer or a chemlst. He cLalms exemp-
tlon as a fonelgn patents consuLtant upon the ground that h1s ser-
vlces rendered to patent attorneys and., ma1n1y, to corponate patent
departments ln pnosecutlng theln patent appllcatlons before the
patent offlces of forelgn coru:rtrles were pnofesslonaL ln nature 1n
that such servlces requlned l,crrowLedge of an advanced tlpe 1n a glven
f1e1d of sclence or Learnlng galned by a pnolonged course of spe-
ela1.i-zed lnstructlon or" studyc

(2) The petlt lonen d1d not hoLd a degree ln Iaw and was not
l lcensed to practlce law tn New Yonk State and was not pnactlclng
law. ff he had been, he wouLd have been dolng so 113.ega11y, wlthout
a l lcense, and wouLd be subJect to Unlncorponated Buslness Tax. the.
petlt lonen d1d hoLd a d.egree Ln chemlstry, englneer-chemtst, fnom
the Unlverslty of Rouen but was not Llcensed. to pnactlce pnofesslonal
englneertng 1n New York State. He was not and dld not clalm to be
pnactlclng englneerlng. He was not worklng as a chemlst. The petl-
t lonen was not admltted to practlce before the Untted States Patent
Of f l ce .

(3) Petlt lonen wa.s possessed of no ad,vanced }<nowledge 1n the
flel-d of law. He was a layrnan wlth a speclaLlzed lorowJ.edge relevant
to patent systems and. pnactlce. Petlt lonen was possessed of an ad-
vanced lcnowLedge of englneerlng and chemlstry"

(4) Tn my oplnlon, petlt lonert s advanced lmowledge 1n the
f1e1d of englneerlng and chemlstry, although extremeLy usefuL, was
not necessary to hls work as a forelgn patents consuLtant.

(5) Thls polnt ls l l lustnated by the fact that hJ.s wonk, lf
conducted 1n the preparatLon and pnosecutlon of appllcatlons for
Unlted States Patents, could have been d.one by a patent agent not
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hoLcilng a degree 1n englneerlng or chemlstry, possessed of baslc
tralnlng 1n sclentlf lc and technlcal matters, but lcrowledge Less
than that of an advanced ty?e tn the fleld of englneenlng or che-
nlstny gained by a prolonged course of lnstructlon or study.

(6) The Law Bureaur s
ary l i , '7963 and March 13,
submltted hereln, concLude:

memoranda dated Deeemben 12, 1962, Janu-
l96t attached to the on1g1na1 memonandum

(") ?hat the lncome of a patent agent (not a Lawyer)
admltted before the Unlted States Patent Offlce from
patent and trad.emar:k work before the Unlted States
Patent Offlce 1s exempt from Unlncornporated Buslness
Tax;

(b) That the lncome of a patent agent (not a lawyer),
lnc1ud.1ng those admltted to practlce before the Unlted
States Patent Offlce, from forelgn patent and trademark
wonk 1s not exempt from Unlneonporated Buslness Tax.

(7) The basls for thls concluslon ls that the patent agent
(not a lawyer) practlclng before the Unlted States Patent Offlce
meets the standards for professlonaL exemptlon because he 1s re-
qulred by the Rules of the Patent Offlce to be possessed of good.
rnoral- character and good repute and possessed of the legal- and scl-
entlf lc and technical qualtf lcatlons necessarTr to enable hlm to
render appllcants for patents vaLuable servlces and to submlt to
and pass an examlnatlon ln that regard; that he 1s further requlred
under the Rules of  pract lce of  the patent of f lce (37 crn chap. 'L.344)
t'to confonm to the standards of ethlcal and pnofesslonaL conduct
generally app1l.cab1e fon attorneys before the'Courts of the Unlted
States."- Exemptlon Ls denied to- the patent agent (not a ).arryer)
wonklng ln the flel"d of forelgn patents, even though admltted to
practlce before the Unlted States Patent Offlce, upon the gnowtd
that ln hls actlvlt les he 1s subject to no regulatlon as to who cart
engage ln that actlvlty and that he need confonn to no enforceabLe
cod.e of  ethtcs.

(8) Knowled.ge of an advanced type ln a given fleld of sclence
or leirrnlng galned by a proLonged course of speclaLized lnstructlon
and study was not, ln my oplnlon, the basls for the Bureaur s memoranda
hol-dlng the net lncomb of a patent agent fnom the practlce before the
Unlted-States Patent Offlce exempt from tats as derlved from the pnac-
tlce of a profession. Under the Rules of the Unlted States Patent
gfflce, thb patent agent 1s not r"equlred to be possessed of sueh ad,-
vanced- Lrrowledge. A lessen amount of formaL educatlon, othen than a
d,egree 1n englneerlng or sclence, together wlth a showlng of extended
pr"-ctlcal expenlence-of an enginilenlng or sclentlflc nature, may be
accepted.
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(9) Conversely,  the possesslon of  lmowledge or '  an a.dvanced
tVpg, galned by a prolonged cour"se of  speclal lzed lns; t ruct ion and
study, Qoes not requl::e a holdlng that a man 1s engaged -ip a pro-
fesston, s le,  the unr lcensed engineen, the unl tcenied lavryer,  or
the man possesslng such advanced knovrledge where such krrovrleilge ls
merely usefrr l  but  not necessary to h1s act lv i t ies.

fhe case of  Gel f fent  v.  l teal_ey (1944) 293 N. y.  583, c l ted
bype t1 t1oner1nh1sb@e: ie1n thepra .c t1ceo f -1and-
scape archltecture was held to be a professlon and exempt fron
Unincorporated Buslness Tax 1s clearLy dlstlngulshable. Tne petl-
t loner was a ploneer: ln hls field.. He held no d.egree as none was
glven when he was ploneerlng. Formal courses of stuay J.earllng to
degnees ln landscape archltecture were Later offered by many instl-
tutlons of higher learnlng. The _declsion was based upon the r.eason-
l lg or-  Te.ague v. .  Graves ( fgAf)  261 N. y.  652, Aff .  No op. 282 N. y.
)+9t which recognLzed the act lv l t les of  an lndustr ia l  deslgnen as a
pnofesslon, wher"eln the cou:rt stated at page 654, ttflre grad.uates
from unlversl t les" lnst l tutes and schools who w111 have schoLast lc
degrees as lndustrlal deslgners doubtLess wil l be r"egar"ded as pro-
fesslonal men. rt 1s par"adoxlcaL that the petlt loner and hls
present assoclates now engaged ln the fleLd who are lecturlng ln
these counses and teach these stud.ents should be cLasslfied other-
wlsg .  t t

Thre 1mpl1cit f lndlng .of both the Teague v. Graves and
Qe:!$ert_v. tr{e_elqy cases 1s that the petltl@d of
@vanced type1nag tven f t e ] . do f sc1enceand1ea rn -
1ng not menely useful but necessary to the practlee of lndustrlal
deslgnlng and land,scape archltecture. the Court ln both cases
merely admltted the necesslty for recognlzlng ln 1aw, as 1n our
unlversl t ies,  new professlons whlch ha.ve been ca11ed intc beLng to
take ca-re of modern requlrements of our expandlng clvllLza.tlon.
Pet l t toner 1n the lnstant case, 1n my oplnlon, meets none of  the
standards of  a professlonal  as pnescr lbed by the Courts ln the cases
of Gelf fer t  v.  Mealey and Teague v.  Graves.

The hypothetlcal questlon was propounded, "Could a d1s-
barred lawyen worklng for a law flr'rn a.s a legal consultant to the
law partners (wl:leh ls forbldden), admlttedLy possessed of Imowledge
of an advanced iype tn the fteLd of Law be held to be engaged ln the
practlce of a professlon exempt from Unlncorporated Buslness Taic?'f
The answer  l s  t tno t t .

Althotlgh 1t ls trrre, as was stated ln Teague v. qrr-qv,es,
11cens1ngby thes ta teandsuperv1s1ono fac t1v1 f f iac -
tory standards by whleh to elasslfy the nature of the occupatlon (clt-
1ng l1cens1ng of  I lquor dealens, plumber"s,  undentakers,  etc.) ,  1t  1s
also true tha"t where the natune of the occupatlon wouLd otherurLse be
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professlonalr  l f  l -1censlng arrd regulat ions d.o ex1st,  con:;" t ,dererJ
necessary for  the pnact lce of  the professlon upon whlch they are
lmposed, the obllgatlon to meet theln nequlrrements must be nnet 1n
order  to  c1a1m pro fessLona l  s ta tusr

Parenthettca} ly,  chiropractors pract lc lng ln th ls Sta. te,
wlrose act iv l t les are c losely al l led to the pract lce of  medlclne,
wgre or lg lnal ly denled professlonal-  status under .Sect lon 3A5 of-
the reJc Law, now sectlon 703, and only later gnanted professlonal
status hthen l lcensed by the legls lature (Uducat lon Law, Sect lon
655o et seq.) under provlsl"ons requlrlng'the appllcant for" a 11-
cense ( tyLth saving grandfathen clauses) to be possessed of  good
tnoral t:haracter, general baslc ed.ucatlon a.nd approprlate speclallzed
knovtledge galnetl by a speclfled prolonged course of lnstructLon and
stu<i.y,and to submlt to and, pass exarnlnatlon ln that regarrl; bhe 11-
eensed. chlropractor belng fur"ther requlred, Lf h1s l lcense 1s to be
malntalnec1, to confornr to stanrlards of ethlcal and professlonal con-
duct appropr:tate to the practlce of chlropnactic. oyer v. state
TaxConun1ssio.1(1.955)3} ,P._3n9^f32,Af . | 'zn9^N.Y@
v. *state Tax Conmisslqn (I9i5) 285 .{pp. Dlv. 739.

The Lnqulry under Sectlon ZO3(c) of the Tax Law a.lvrays
1s: "Is the taxpayer engagecl in the pradtice of a professlon?'t If
aman isd1sbar red f romtheprac t1ceo fh1spro fess f f i d ] .6ss
of the advanced lcnowledge he may possess in h1s glven fleld of
selence and learnlng, he 1s not engaged. ln the practlce of a recog-
nlzed professlon. In sacrlf lclng hls grant from the body po1ltlc,
the dlsbanred lawyen sacrlf lced lts advantages.

To summarlze:

1.  The act tvt t lQs of  the pet l t ioner,  nesident of  and
worklng ln the State of Ne'fu York, as a forelgn patents consultant
vrere not, Ln my oplnlon, of a professlonal character as the advanced
krrowledge tn 

'the 
f1eld of englneerlng and. chemlstry utl l lzed by hlm

ln hls work as a forelgn patents consultant, although extnemely use-
fu1, was not essentlal to the production of hls lncome; tire petl-
t lo.ner could have pursued hls pa.ntlcular occupatlon under normaL
condltlons of buslness and competlt lon wlthout such advanced liroow-
Ledge.

2.  The pet l t loner,  as a ' forelgn patents consul tant ,  was
subJect ln h1s actlvlt les to no mandatony lnqulrry tnto hls good
monal character and r"epute nor as to hts legal and sclentlf lc and
technleal quallftcatlonsi nor was he requlned to conform to any en-
forceable code of ethlcs 1n the prosecutlon of hls work.
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3. Federal and State regulatory bodles have the authorliy
to prescrlbe l lcenslng, reglstratlon, regulatory and, othen *"qrrf"e-
r,rents deemed necessarTr fgt admtsslon to ine praltlce of a p"oiJrrion
ancl whlch must be met before the grant of prbfesslonal stalus ls
made.

4. fn-a proper case, the State fa:< Commlsslon inay recog-
nLze professlonal status by neason of such llcenslrrg and re!5u1att6n
and conformlty thereto.

5. whene such llcenslng!, reglstnatlon, regulatory and
othennequlrements deemerl necessary to the grantl ig of profeislonal
status are not met,  professlonal  status ls-denied.

6" I,f lrere such Llcenslng, reglstratlon, negulatory and
other nequlrements ar:e not prescrJ.bed., as ln the- l_n siant case, and
anyone can enten the fleld, a showlng greater than that made by the
petlt loner must be mad.e. He must show that, negand,Less of 1.1c6ns1ng
or reglstratlon or. regulatlon, hls lncome was derlved from the pnac-
t lce of  a necogntzed professlon.

7 " The petlt lonen falled to make such a shor^rlng. Hls
lncome was not d.erlved from the practlce of 1aw, englneerlng on from
work as a chemlst. Hls lncome as a fo.relgn patents-consultant was
derlved, 1n my oplnion, fr.om the a-dvantageous utlltzatlon of hls
lcnowledge tn eaeh of these flelds.

B. It ls appr"opnlate and proper fon the State Tax Comrnis-
slon to wlthhoLd the recognltlon of professlonal status to resldents
of thls State fr"ee fr.om neglstratlon and regulatlon 1n thelr wonk ln
thls State perfonmed ln relatlon to. forelgn patent appllcatlons
where 1t vrould be denled to other resldents of thls State wlth s1m1-
Ian educatlonaL attalnments penformlng s1ml1an work 1n relatlon to
patent appllcatlons before the Unlted States Patent Offlce but not
admltted to pnaetlce befone the Unlted States Patent Offlce by con-
formlng to theh. rules for reglstnatlon.

9. If rules and regulatlons are lmposed wlth good reason
upon nesldents of the State of New York practlclng before the Unlted
States Patent Offlce, to whlch they must conform to be entlt led to
professlonaL status, the lack of slmlLar rules and reguLatlons govern-
1ng slmlLan work performed wlthln the State of New York for use before
forelgn patent offlces 1s sufflclent basls fon determlnlng that the
grant of pnofe$slonaL status by thls State ls not wlthheld arbltranlLy
but wl th good reason.

/ ir i{. t , .r,  l(  vncr
Ntay 2), 1968
EK: dob

cc: Edvrand H. Best,  Counsel
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MEMORANDUM

ssl-0n utho:rizecl nooircnin of

TO:

FROM:

SUBJECT:

Tno
ths hoRY{ nLn
ovLdenco.
for that

k ftor to obt n then
herowith

Tire S'cr ker flLe tsr tnorofore, nsturned
pur3poso.

In the $,crlken mattor, I proposod d'eterrainatlon wag

p:ropred r.riricfr-e"**pt"e Striir*i e"i* the rrnincorporatod'

businoss tay, on ttro grorxrd';fi;; rri""-""iivitios as-a pn'bent

oBcn'! const:.ti ioa 
-ir.E- 

pr"*"1'i"6 9i-?.P$escion' 
Tho

p:ro'rosed deioyr,rin.e,tion or*Au-ii aist-iffi t'ctr'rocn patent

ironL ancl ,,bi:acrffik wo"t, roi ;; ;;;;t""" itteo*" frory Patent
a:rd tr.ader,rar-is-i6-nf bofore -irt[-u"ii"a 

- 
stit"s Pateni; offloe

and j"ncoms f,ron patoni a.rro craaemark ruonk la forolgn

coi:ntrios. faer6-is evid'enco ln the recond that strilrels

had. incomo irom gstrs;..g +6t-LA-'inaacr*ant TqfF as,wo1L

as frorn r.rontc before the u*ffiO sti"t"u-patent Offico (Itecordt

pp. 32-33). ;;Gs -t'F* t"i-i"#;. i*-9'l;stiott' Ls52-56 t
Strllrcr tias a&ritted to pnactice Uofoie. the UiriteA StateE

parenr 0ffice. rle was 
"dd;;;;-t;-tG 

New Yorrk Ban in

Jr:ne 1957.

[']re Conrnissl-on has
i i .eo bof

incolto fnorq llggt! before tlrc U":-g-Ca tt*t"g Patont ai€i
Eaxa.blLlt
rtont ano

I such inc-omo.:s

T6E-l"oforeo tho quectlon or
on t l to i r@

opj.nl.on s
i-:j};dif##"i"" a ?o"- ii;;,.! ;*g : :l :i llj*"
$:Hi;ffi 1'";;" [*?'ii"i";r ii - I :, at'b acho d benet o
;;;i;ffice or the heanlrrg offlcer'

Inv lewof theabovo , t *gs tn i l ce r t rear lngsbou ld '
be noopenod #-th" ioif o"irrg'evldenco obtaLnod.

Bur"oau
fo:r tbe

1. Tfre P;ross lnc-orne of Strlken

tradorirarklorf"- ["iioro ths Unitsd,,States

the yea^ns at lssuo.

firorn hls Patsnt and
Patent Offloe du:rlng

2.E l regross i?c .omeof ,s tn l lcor f romforo tg4patont
a'cl tr.aqlomsrk nnattors and hi; i"""*n-rno* clraftln6 Lloonglag

ffi";;;il fo;;igrt and domestlc' if s'f,rf o



3. Fu:rtholr evidence shoul<l bo talren as to St1tikor'rg
expenses. I'iheno hls expen$es san bo sogno;jatecl- betwo,on tho
abbvo two typos of incomo, such a sesrogatlon shouLd bo
obtaincd. .; i; to the rest-of hls exponsee, a dlvX.slon shoul,d
bo nads on tha basls of the ratlo of gross incorire fnom
United. Statos pate4t and tnacl.erlarL wolk to totaL glt-oss incon'e
froorn his patent an* tradent€rrk activlties oxr on tlro bagls of
any otlr'on- dlvision v&ich is consldered rcasonabl,oo
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proposed d.ctoirrn-tnatLon shouLd he proporod cno
I]'i;r"i-- l:r-.r" f n tneoire i':ro:n natont and tnadenark ltola

Unitorj litatos Pa'i;ont 0f i-co
lncorilofrotr his fonoign patont a.nd'

ts

n:"of og$ton^ Stlri lrorl s
trs,donax"ls r.ronk orrd lrls
aqreer,rontse forolgn and.
taxabls.

sross ineomo fnora dr"aftLng llconslng-d,omootic, 
lf anYn should bs hsld

I wouful rocortr"end that tho attornoy for Strllron be
advisecL thet the Corr:rrisston is r.dlItng to oxonpt his lncorne
fron r.ronk beforo the Unitod States Patent Office but hls othen
iticoras ie consldened ta:<abLo. It nay be possj.bLo to dlspose
of this matter on that basis, partlculaniLy slnoo Stniker was
aclmittecl to tho New Yonk Ban in Ju:ro L957.

fhero ane aLso pending appllcatlons for :revlslon
1ryLeonSt rause.ar rd , I {e ] .son t i t te ] . ] . sookJ .nge: rcanpt1on. f r rom.
tio rxrl"nco:rporatod. buelnsss tax on tho ground that -the nonlc
of patont a-gontS sons{titutes tlre pnactiio of a-pirofosslon.
Foth a:re paient agonto adr:ritted to pr"actlco bOfono t'ho Unlted
Statos ?atent Offlce but nolthor is- a tr4lferr Forr*aL hoarlngs
as to those cases havo not yot been hel{. Tlrese two caseg
ehould, ire ]uurdled in the sanro msnner ss id set out above
for tho Strlker matten, A bnoakdorun of thetr Lncomo and,
expens€is s.a indlcated, abovo sl.-ould bo obtainod. ftroin lncone
fnbrn patont and tr"attemarlc nattor.s boforo ttrre Untted. States
Patsnl Offlce shouLd be declared exerrlpt' fhein lncm,oo lf, anyl
frorn forelgn patent and tradomar:k natter"s as rrsl,L ae frm'.
drafting licoirstng *got"*.otu, fonelgn and dcmrastlc, lf, *ity,
should bo hold taxabLe.

Tho Stnauss and Ltttell flLes a:e roturrred, benewLth.

SII I oL
Encs.
Ma:nch I3c 196)

Aftcr tllo abovo ovldonco hae bsen subnrlttedo q

Counso].
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TO:

FROH:

SUBJECI;

BUREAU OF LAW

UEMONANDUM

Commissioners Mu:rphy, Palestin and Macduff

E. A. Best,  CounseJ.

J4ichael S. Stnlke:r

Recent3-y several matters concerning pate?t- agents
were pr"esented. t i l  the Cormission in rol-ation to l-iabil l ty
for r:nincorporated. business tax. Thls memorsnd.r.m nelates
to a reques-t to reopen tho fonmal hoaring held in_ the
above pitent agent matto:r. A detertninatj.on was signed by
the Coi:mlssion-in that matten but b.as not been issued to
tb.e taxpayen as yet"

fho wonk of patent agents faLls into sevenal
categorles. They nepresent Amesican and- for'-eigt cLients
who ili.slr to flle-patbnts and" trademarks in tho U. S. -Patent
Office and proteci them in pnoceedings boforo tbat offlce.
They also r-epresent Amenican companies wlro wis[ to fi].e
pat6nts and trademarks in foneign countnies and. protect
ihom. flhey also draft Licensinf agreements fon use of
patents arid. trad.emarks.

In l4atten of Striken ttre Comnrission signed' a
d.etornj.natio@nt agent from uninconporated
business tax on tha gn6unil th.at hi5 activitLes constituted'
tlr-e pnactice of a profession. Ihe dotor^mination made no
distinction as between patent work a3d trad.emark wonk non
as betvieen income fnom patent and trademark worrk before
the U. S. Patent 0ffice- and. income f:rom patont and_ tradernark
wont in fonsign corrntnj.es. [hene is evid.ence in the necond''
that Stniker 6ad income fnom foneign patent an'd trad'emank
wonk as well as from wonk before t[e U. S. Patent Offi.ce.
Duning the tax yeans ln guestion, L952'1956, Stliken was
adnritfed to praltice befone tbe U. S. Patent Office. Ee
was adnr-itted to the New York Ba:r iri June L957.

Recently, the Connn-ission also approved a settLement
in the case of Llngner, Parry, Cand & Langnen uqd'9n whLch'
the firm has paid Eome-$eOOrOOg in settlement of its
unincorponated. businoss tax.IiabiLity for all years oI'
perioc.s- pnion )ff/J:ulr.e 1' - L960. F*t fioT. was T9_l: ^- j
Lxclusivbfy egg'a'aod. in iiting and. protocting- patents^and'
i"*au**ot"" in'' Foieign eountrlos. ?rion to ttIay 26, L96A, tbe
finm had cpStain meibe:rs who wene not larryers but wone

ffi:wr
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adm:itted befone the U. S. Patent Office or before the
patent officos of certain forelgn countnies. Since that
date, all members of tho firm attaehed to tbe firmrs
New York offico have been admitted. to the New Yonk State
Bar. Unden the settlement, the firm has been exempted' fnom
June Lr L960 on so long as all the members of its New Yonk
offlce ane membens of the New Yonk Ban and its activit ies
continue to come within the pnofessional exemption.

fhere aro also pend.lng r-mincorporated. business tax
assessments agai-nst Haselti-ne, Lake & Co. Nono of the
pantners in this firm are lawyend, but they ane all admitted
to pnact ice befone the U. S. Patent 0f f ico.  The bulk of
this firmts pr.actlce, howevon, is the fi l ing of patonts and
trademarks in foneign cor,rntnies througlr fonei-gn attorrroys
and. agents and protecting these patonts and manks. the fiJrsr
also fi les patents and tnademanks in the U. S. Patent Office
and pnotects them. As pant of an r:nauthor"ized. pnactice of
the lalr proceeding bnought by the New Yonk County Lawyens
Association, both the Langnen firm'and the HaseLtine firrt
have agneed to neceive wonk only fnom attonneys.

llhil-e all these mattens were pend.ing in Decemben
of last year, they were brought to tho attentlon of
Comm.iqsioner Mu:rphy so that a nule couLd be forsrulated'
covening the vanj.ous activit ies carried. on by patont agents
and. to insr:ro conslstent acti.on by the Comnission. As a
nesult of that conference, it was decid.ed. to adopt the
following nules in nelation to the l iabil i ty of patont
agents under the Uninconponated. Business Tax Law. A patent
a[ent r.egistened befor"e the U. S. Patent Offico wou].d be
exempt as a professlonal- as to his income fnom tnadenar"k and
patent work befone the U. S. Patent Office, but tbe income
bf non-Iawyers, lncl,uding patent agents admitted. to pnaotice
befone the U. S. Patent Offi-ce, fnom thoin for"eign patent
and. tnademank work would be taxabLe. The basis for this
concLuslon is set out in a memorandum d.ated Dgcemb et L2, L962
prepaned. by the Law Brr:reau, a copy of whicb. is attactred
heneto .

ft was agneed to pnoceed with tho pending mattens
as folLovrs:

L. The Langnerr Panny settlement was to be
completed. as appnoved by the Commj.ssion. TLris sottlement
tras now been cbilpleted.r'the fi:rrT having paid the $2001000
Pri-on to the pay'ment, the attonney f on that firra was lnformed
that the Coronrission intends to foLlow a rule rrnd.or whicb
patent agents registened. befone the U. S. Patent 0ffice



-) /n
C

-3-

lrouLd. be exempt as to thoin income f:rom work befone that
office and. non-lawyens would. bo taxed. on t}:.ein foreign
and. patent trademark wonk incomo.

2. Trhe HaseLtino, Lako firm was to be infonmed.
that the firmts income from patent and trademark work befone
the U. S. Patent Office would be considened exempt but its
income from patent and. tnad.omank work in foneign countnies
would be con;id,ered. taxablo. ftrat firm has been so infoxTled.
and a conference on the matton is scheduLed.

3. As to the stniken matter, it was d.ecided that
the fonraal heaning should be reopened. to the exteht of
finding out how mi.rch of the income involved was obtaj.ned' fnom
foreigi patent and. tna{emark work and. whether Stniken b'ad'
any income from 'drafting licensing agreements.

As indicated. abovo, ttr.e Connrission has si-gned' a
detennination exempting Stniken from the r:nincorpo:rated'
business.ta:c but this determLnation was not sent out ia
ord.er to avoid ttre Commission taking an inconsistent position
and. to await a for-muLation of a ruLe covering all the
act iv i t j .es of  patent 'agents.  In v iew of  the above, i t  ls
requested. that- the Cor,ouission grant permission to neopen th'e
Striken hear"ing to rsceive evidence as to the matten
nefenred to above. Ploase inf orrn the Law Bu:reau as to
whethen olr not the Colorrrission agrees to this.

llhe Stniken file is forr,rard.ed' henewitb.

SII: eL
&1c.

Jarruany L3., L963
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TO:

FROM:

SUBJECT;

Liabi l i tv  of

BUREAU OF LAW

MEMORANDUM

tcnt nts fon rurinc rated,

-l,anr.uroir. Parry" Card and Langnof

I[lchaol S. Striker
Leon Strsuss
Nelson Ltttell

flho 
"trol"k 

of patont agents fal].s lnto sevonaL
catcgorlos. They roproeent Amenioan and. foneign cLionts wb'o
r.rish to file pat6nts- and t:radomanks ln thq U. $_. Patent
Offlce and wlsh to protoet lhorn ln proceodings befo::o that
office. They aLso ioprosont Amonican companlos ttho wlEh
to fiLe 

'pateirts 
ond t-nadema^lrks ln fonolgn countnios and'

protect lhom. ftrey aLso clraft licenslng agreements for
use of patents and t:radoma":rkso

tJo a^no lnforraed, tlrat the two Langest fin'4s ln the
United States wfto nopnesont Amer"iCan companles f-iling
patents and trademar"lrs in fonslgn coulxtrlos a:no Langnert
baryy, Card and Larrgne3 apd. Hasol.tlnee Lako & Co. An
imautfiorlzed" pr"actiEe of the Latr pr-oceodings wes conmonoed'
against Lalgnbn, Panry by the New Yo:rk County Lawyens
Associatlon and'possi6Ly- a[*ft st Haso]-tj-ao ai weli. llhs
pnocoed.ing nas sbttted irnaen lln agreement that both the
ia"Snot, afia UasoLtlno finms worr-1d-o1Ly r"eceive their foreLgn
wonE fror,r pnivato attonnoys or the legaL deqarhglts of
corporations. Aftop roceiving tle ma'Ltons fnom the attorneyst
ttt"ie flrras pnepa:re the matteis fon submLssl.on to-fonoLgn
attonneys anb. alonts fo3 filing and procossing. .In m'arry
casos thein pneparatony uork ls cLalmed' to bo extonslve.
Noltheir tho Langner. fli.rn non HasoLtine, tako nepr-esont the
companlos afu.ocf,ly in ty1e fonei-gn countnieg. Rathon, lhuy
foriqard tho patent ancl tnademantrc work to. f oreigl patent
attorneys or'- agents vrho aro admittod ln the various
countriLs. Th; appLicaiions oncl othor documents al'o flL€d
r:ndor the slgnatr.ures of foreign attonnoys on agontso
trrlleere sxtonsive administrativo pnocoediags aro necoEsalry
or f.itlgation a:rlsos again, the-se fir"ms d.o not nopnesent
the comfanlos but morefy a6t as advisers to the fonelgn
patont ittonnoys and agbnte who cond'uct the foroigR
Lanrinistnatlvo- pnoceedlngs or l i t l 'gation.'

fn l{atter of Strilren' t}re Conmrission h,as recently
slgnod. a Ootffiing a paton! agont fnom th'o

atents trademar
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imincorporu,ted businqag t.*"*l'on tho ground tbat ho ls
rc*t,istereC to ;rrnctlcs befono the U. S. Pabont Officer
(iriol'rcvcr"" tli.o cLotcrnineti.on hos not bsen reLoasccl to the
t,c.*$:$yor as yct,) Th.e doterni-natlon naCe no dlstinction
as l:*t'lloon pat'e:ri; work anC i;nnd.cnrarlr llo:rk nor €rs botwoen'
ineo:::,o f'r"on'patont rmd tr"adomark trork beforo tl:ro rJ. $.
Fe,tet:,t office and J.ncono fr"crn patent ancl trador*an:r r.ronlc
!n foroi,Sc eoru:tr'1.es. [1:e detor"r',ij,natlon ccrvonecl tb.c ;yoane
L952 thnaui.lr L9.56, $irllsos wss ad:dttod t;o tirs IIow Yorlc 3an
l.n .r-unc 195?.

IIno Cors'ai$sion al-so approvod a sot'blee:on'b ln t!:e
caso of La::gnen" Far"ryl Car"cl ond l.,eng$srr [tieat fLr,fo vrag and
ts oxclusivc}y engagc<l ln fonolgp'iratent and tr"adena:rk wonk.
$incs iiay 26o 1960 aLL mexa'oers of tho f,lrm attaehed to the fl:rmts
3{er.r Yorlr offLce havo'boon ack.nj.ttod to the 

'}Ier,'r 
Yonlr stato B&Fr

ilnder. tis oettLr:rnent, {*re flusi anrood to pay some $e00r000
ln settlen:cnt oi lte tulineoz-po:ratsd br.lsino,cs tax L1ab13.1ty
for. all ;ios,r.s on porJ.oclo pr'lon io l,f,ay 31, 1960. 1'ho i

&AxrccnCInt would aLso e:rernpt tiro flrro ln the futu:ro so 1ong
&s s,}l tho ne:nbons of lts lior;r Yonk offies ane nonbors of
the l{ow Tork ller end lts activltLcE conbLnus to sodiro
wlthln tho pnofosstonal exorcptl.on. .

?lrsr.e sro aLso ponciing r.:nlncorponated buslnese tsx
assessnon$g agalnst liasoltlno, Lako $: Co. The monbens of
th5.s fir'in ?r€tro aLL ednlltted .to practics beforo the U. S.
Paient (lfflco prlor to 195?* 111:o brrl-k of thLs firmts
practicc 5,s tho f,i.1ln6 of potonts snd tnadornarks ln fonet6n
countr.ies tbrough fonolgn attornoys &nd aggonts and pnoteotlng
t}:eee pa{ients ancl nan}rg. ?hls finr:., trowevon, also flLes
and. protoets Unitod Statos patonts and tnadenarlrs fon
fo::oig;n anC Arnerican cl.i.cnts. In tts appllcation fon
rovi.olon, ther f,fum etatoe lttaxpayon by long custcm a.!rd.
pol,icy rsac?rlng bacle to 19011 hae rondoned l.tg sonvice as
lnternational patent 

'ar:d 
tradornank a6ento and Ualtod Statog

patent and tnac'lonar"lc agonts excLuslvoly to tho ).egal
pi"oSlessfon and Logal departr,rents of eorrrpurloe ?frrloh depant-
mentg u:ra headed by S.avryensrr' "{g lndicatod above, as pa:rt 1

of tho unanti:,orlued practS.co of the lalr proceerllng tho
ftrrn also a1;r'ecd to rseolve lts wox.k only fnom attonroydr

A proLl;nlnan5r confo:ronco was yrel,d Ln Cor,rn-tsslotr€r
l'lurphyts offl.se uttir tho attor^rrcy fon ttre abovo ffust. Ite
r"ta{r reqilestod to subrdt evldenco {:hat t}re thtrd partnen
in tho ftrra wns adrllttod to practtce bsfono 'bhs tI. S. Patent
Offico. fhls lnforsrattcn r.rag nsLovant both ln rolatloa to
oxo::ipt3.on of tho flrsrro patent r'rorlc beforo the U. S. Pe.tent
OffLcs anel Lts tredenank lrorlc. llnrlerr a ru-l,o pnornuLilated
by tho lJ. S. Patont 0f:fico ln L960, only attoruneyc caxr
ropresent ol"lonbs in trado:eark c&$os bofcr"o tho petent
offlco oxccpt thst any porson aCr,rltte<t to practleo as a
patont agent pnlon to .Ta:rua:ry 3.p L957 can ocntlnuo to
reprssenti cLlc;nts l.n trerrSonurk soseE (37 Cfm 2.L21.. Such
eviCsnco lras bcon submtttod.e
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{bfi$} snri:L16s$t rs onplo$rcr. t

"r3 o'ctlo* ttlo no,ttoltse

qX*o tlr,r: tl. lS. Fnteli$ Cf,flaOr
trucltxratlr ttornlE d$os or.totl

Cgterf,xt"neitlogro

nst mt
iStatos

(g1:[:rerr3nS osrg$t1etX, t]{:63trCIFe1iilcq"*!.nor:cn$A f,Or Atl'.rd,ss5.crr to tlrs

"in**ntitio:r fci. ftog$.s&e'nule{'l $o Prsetteo llsforo- tFro lgt9ng
*ffieo. de*od. i,ra13eii tg66 Ss&ucd bg tl:o lI. $. Satont.(rf,fLes
(sbo-i,*cn-;,itsause S$.!.s onafosctl ircrouttlr f,or cepy))

$r'$h*sn ntat$ogr tloog nctt lndlcstg
rom tradg,tsek ruonk as tr$}I a6

$tr*.tlsr t.rss adlq{.ii{:{r{* to eo be,fcsre ttio fre,bolxB off,lee

L?$6i $lro Yonns tho {ltlPlltott
r$t86d to biro p*tont offlso
adonarH na8torb (3? cinn loo"l+2) r

er"*.r] !:avo ropresor:tgtl elionts
Ssr 1$$? on tho basls of tito f,Pandr

nttornoy serves oa a
tv'st.IssarlE f.accne
FoLt oir oonslclolatf,ong

ot' ts'ostln$ Sr&donerlt
ar-ryr o"Je:;18"
cn rirothotl89.etotlc t'lti.o rulo cts a



r^

incone oannod prior to tho
f.in6t1ng the pnactlco to at
unclon tbo grandfatho:r cLa.us

Tho r.ecorcl lndicai
fi3.ing and protoctlng paton
countnles'and thot thLs lror
at'bonncys (pp. 32-33) .

As indlcated. ln
Jnne L5, :'.962 and. liovonbon
tho Langner flrm r^hich is
traderaa:rk worl; ls cornect.
tho rner,rberg of that finn r're
ettonnoys admltbed to pnac
nointrcrg of the bans of

od. sovorod by the ner'r. rule
ys and thoso quallfyin3

that $trLken had ince,ro from
a.nd tnadomanlrg 5.n fonoigR

was dono tlrou6lr fonoign

Larrl Euroauls menoran,Curae of

o attonnoys. Rather, sono wore
co in }ler.r Yor'trc3 othens wotlo
ststos and countr'les; scm.e

lzod to practLce bofors the
s woro authorizod to Practlce

g L962r tho dsc,islon to tax
y ongfr€led ln forelgn patont andty ongfrged l'n 1.orrel.gn PaEonE a

Pnlon-to ltay 26 , L96A t not all

a

s
D

r.rore agonts or attornoys
U. $. Patont Offlco rilrl}e
before the patont offices
tho flrrn was not raad,e up
before ggs New Yonk Ban,
in New Yonlc up untll 1960.
the flrrn r,Iero adnl.tted to
mornbors of the flnn ln the
the lfew Yonk Bar"

ban of 80!16 stato and aLL
ew Yorlc offi.oe rntere admltted to

iletter" of H Yor Count Lar'ryens Assoo:latlon
3 N. Y. 2d.22/.+, appeaL cl
unarrthor"izod. pnaotice of larrr oase bnought against a

,t not ln New Yonk. I[ho Cou:rt

rasan

larryen adrnitted Ln l.Iex5.co,
of Appoals there stated, at ago 229:

for"oign countni.os. [hus" einco
lanyers admittsd. to Practlce

ftr.cn couLd not practice J.aw
From that tlmo, aLL mombens of

n',"Ihothon a penson
York Law, Fod.oral
Stator oll the Lavr
is givlng 1ega3.
LegaL docr.monts
by a porson ln t
such docunonts,
Lar.r wlrsthen the d
conformlty u-ith
Iaw. To hoLd o
a mombon of the t{
I"arv when ho doaLs
snomaLous stat t .

nfhls rssuLt
ln l"iatter of Pace
attorneys essis
ln ftLllnE out f
tnconporation of
Dolawaro 1aw wero

lves advl,ce as to l{ow
s.trr, thc Law of a sisten

of a for.oi6n couetry, he
co. LLkerrlse, r.rhon
preparOd fOp a la_rfnon

busLness of preparjng
at perooon is pnacticS.ng

th locaL law, a manlfostlY

cords lvltlr thet noached,
(170 App. Di.v. 818) wb.ere

a DeLarsaro corponation
s ln corurection wLth tho

cornpanios under
for.rnd. gullty of aLdLng the



s my or-.t1

fne onLy dlsttncti
Langnen and. Ilasol-tino firras

fno:ra tho actLvLties of the
r,rhat 1s dosoribed abovo

cor"poration ln its
lavr ( soo, alsor lla
Lat'rqers lissno In':ro:

is tho fact tlrat these fi
cLear that the neturo of
is tho practi.co of latr ag
Iiouovcn, fnon tho Point of
fact i;hat ihoy cannot clir"ec
ntoro strongLy that thotr'
natu.r"o. It ls the attorrroy
nosponsibiS.lty.

The Cor.rrt of APPe
RoeL cass, EJSS.T at pago

Ittr"lhon corrnsoL
Bar of thls Stiato
J.nvolving fo:reign
to the sl"lont for

lJ.egal- practlco of
er" of .lTon Yorlc Coq!

thi
on3.y ac1vlso attorneYs.. It ls
r I'r6nk1 excePt for that facte
inod Uy tUe Court of APPeals.
crv of the tax ConunissLon, tho
rr represont LaYrnen inciicateg
ices- a:re not PnoiessJ.onal Ln

+ - ^

with r'ilrcn theY eng
.  .  .  A fo'etgn 1a
h-and, is not subJo

who h.as the u1tlnate

s oxpneseed tJrls concePt ln tbe
a

mattorr and naY :
neouinod to ltnow

:regu3.atod by ouxl c

ffiffid:"ntf;n?

Law of the fonelgn
Stato (Doge-qv-. fl lnbnin?r, 2AZ APP. Dlv.
Lv77 s T l,iorooveni tho
cond.uct of attorne adnritied here maY be

ar"e adcnitted to'the
netalned Ln a matton

, ihey at:e rosponsiblo
o-pnopen cond.uct of the
ctlin- that thoY aro not

-speciaList, 
on the otben

t io discipline; ho noed
anv jurisdiction; h'o maY
ralt6n; and b.is actlvitLes

ttLemont was gror:nded' I'n an
t to reprosent el'lonte direct}Y

rson rnay be adnritted to practiae
foretgir country dges lot--authorlze

not be a Lar,ryen
bo wlthout good
may not ovon bs
state of the ].aw.

befone a patent offl"co ln
hlra to odvise as to the
Stats. Ehlo l.s cJ.earJ.Y

ated- rrndon the Pnosent

at tho sottLoment of tlre unauthorLzod
d to above was aLso based' upon t&e

It would appoa-r
practico proceoding refo
sffro pninctple sinae the
anroorTlent by thoso fLrns n
Uit onJ.y thi'ougb theh" att

{he fact that a P

supror sinco tho corr:rt h'e].
Ti6'fu-so corrld not aovlso aE
unLoss ho was admltted to

of urEt Jrrrisdiction 5.n New Yonk
rosult n6quined bY the RosL csge;
that'an attornoy adml.tted ln

to Moxlcan law tn }Ior.l Yonk State
5t1,r York. Ba:n. 'lfhus.e oven tbouglo



Strlker ald sonro of tho p ons Ln Longnen are adrnltted,
to practico bsfore forel.6n b
doos not chango tho resuLt a
traderrarlc Lncorro. It shouLd
ruJ-os of praetice bcfoire tho
pr.ovislon fon the admission
and agcnts having tlro same q
Aincnican pateni agent on tho
1.31*(o)) .  I ior . rov6ir ,  in a 1o
the attornoys fon the i-IaseLt
boon i.nformed. that no oth,er
United $tates attonnoys snd.
appear tbat tbe ru3.e hag no

forelgn patent attornoYs
fications roquired of an

ftrm stata that they had .

actisaL effect at Pnesent.,

s on patent officss, 'chis

to the forei.gn pa'cent artd.
bo no'l;ed that wrclor ths
patont offico thons ls a

fho only pr.obl-ern
dscls ion is so'stnong that o
befors tho U* $. Patent 0ffi
bocause they ar€ engaged in
lan"t. T'heno ano ind.icatlons
certain s.roas of FodenaJ. pat
urautho:rLzed, pnactlco of tbo
a6ont admitted, to pr.actlce
Tho court so heIC in the cas
of the I'edor.a1 tax Law by axr
Yontrc County Lar"ryenq Assoclat
a f f  td  e99 l I .  Y .  ?28) .  An
d.inoct3.y wlth th.e quostJ.orr
Lar^r by a patent agont admltt

basis of  reciprocLtY (37 CFR
tor. clated Septernbor 2J-, 1961

or:ntrnr grants neclPnocitY to
gonts. Thereforol lt r'rould

ainln6 is whethor the RoS!
on patont agonts prac{:icing

accountant (AppLlcation of llow
onn ]3oncg, 273 App. Dlv. 542,onr !9*9t 4{ -t .6IPP. .t Lv. ^244t
tnois fowon court, r'rhen f,aced'
rrnautho:rizod. p'actLco of the

bsfoz'e tho U. S. Patent
for.o tho patont offico ltself
Lcaco Bar. Assoclatlon v

e must be b.oLd to bs ta:r,ablo
unauthorl-zad praotice of the

i the declslon that advlce Ln
lanl wouLd constltuto

Larv oven when 6iven bY a Patent
fono tho U. S.. Patent Offico.

of advico on cortaln Ereas

0ffq$er heLd that hie r"rork b
uasitnauttrronizod pnactice ( C
338^rr l .  App,  6 tB;  BB $,  E. -

Despite the aboveg
ilnincorponatecl Business Tax

a

the U. S. Pstent Offles as
stiL]. moots tho standards,f
the patont offlce reguir.es
on science degneo or substl
the admission examination.
of the patont offlco re6Els
conforrn to tho standa:pds of

gand.s ?rork before tbat offico
tho pnofessionaL oxernPtlonr

Law dognee or an ongLnoenlng
to orcpenienoe to quallfY for
3.oo1 undon the ntrLes of pnactice
ed attonnoys and agents must
thtcaL and- pnofosslonaL conduct

ys bofor.e the courts of the
fho patont agontb r.rorlt Ln ttro

lthin t-ho'moanlng of, tlro
tho patent agent bpfo:ro

sb,ouLd bs
make f,utl

forelgn fieLd does not meot ose essontial charactenj.stics
enten tho forelgn flold. fb'one

engaso ln tbat aetlvltY and,
thers ls no enfonseable c of ethrics.

r th.o fo3.loulng i.s rocornrnend,ed':

gonenalLy applicable i;o atto
tlnitoa Si;atos $7 CFn l.3ldt)

of a pnofosolon. Arryone c
is no negril.atlon as to who

(r. )
compS.otod, as

In vLen of the

flho Langnor"" sottLement
epprovod by Commlssion. To



(

discl-osuro, it mtght bo pnop
Cor,gaLssion has d,eteirml,nod th
beforo the II. $. Patent Offi
incor,ro fnorr tr.ad.omark and pa

to lnfornr the flrtn that the
pertont agents rogi stored
&ro bxernpt as to thoir
t rvonir bofono tho 1I. S.

Patent 0fflco but has deold that incomo of non-Iatrfergl
tod to practlce boforo thoincLucllng patent agonts adml

U. $. Patont Offl.col fuom
i s toJcabLo e

grt and patont tnademank work

(2) f leo atto:rnoy f
Co. should be Lnfor.nrcd th.at

tho flrr,r of Hassltinol Lalce &

anrl traclenark r.rol4k bofono
considered. oxenrpt frorr tho

e firmls Lncone fron patent
U. S. Patont 0fflco ui}l be

orporated businoss ta"'c but
its incono I)pom fonolgn pato
consicloned. taxablo. Its inc

t and tnadomark work lrlLI bs

Liconsing agreemento, fonoi
taxabLo.

v t

ot!

fronr dnafting llcensing a ts1 fonoign and dorrostlc;
shouLd be considened ts.xab

(3) In nelatlon to
suggest that lt bo noopened
rnuctr, of the Lnconro J.nvoLved
and trafernank lronlc. [hat
his lncome fronr patent and t
Patont Office shouLd be hol

I'hene ane a3.so pen
by Leon Stnauss snd l{eJ.son
t}:e uninconponatod. business
a&nttted. to praetfce bef,one
of thcse cases bs,ve gone to
foregoing, the incorae of th
bofone the U. S. Patent Offi
incomo fnom Unitod $tatos
exer,rpt as nol-I lf they cen
grandfathen sLause fon pnac
tlre U. $. Patent 0f,fico.
patont and tr.ademark worlr

if anyn firom dreftlng
d,omostLc, wl1L also be held

e $triker d.etormlnatlon, I
th.e oxtont of findlng bon

as obtained fr"om fonoign patent
o:no shoul.d be held taxabLs r'rhl],e
ademark wonlr befone tho U. S..
oxonrpt. His incomo, lf anYr'

ng applicatlons for revisl.on
tteLL seekLng oxemptJ.on fnour
oxe Both a:ro patont agents

e U. $r. patont Offico. lloltb,er.
?rea:ring. In vi.ew of tbe

e persons fnom patent wonk
shouLd beerompt. fhein
omark appllcatj.ons slrouLd be
w they so$rs vrithin the
o in tnadoma:rk matters boforo

e1rr lneomo, lf anyr f)non forelgn
ouLd. be hetd taxabLe. In ad.d,itt on,

thelr incoroe, lf arrys fnom
foneign and, doroestlc, shoul

ting llcensing agreenentst
also be tanced.

Decenrben L2s L96e
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TO:

FROM:

SUBJECT:

'2?o,r-. 
/ f, // I l-

BUREAU OF LAW

MEMORANDUM

Ca:rml,ssl oners l{urphyr FalegtXn fs $o.cduff

gounse.L

S. It. Bsst, CounsoL

foi"ina-l llearLn$ - l"llslraci S. $frlker'
v"*l;s f952 tniou{n' L956 - ll'nt. 1&-A

Ttrs soLe quostion to be d'ote'r'rn:lnad ltenoln ls

r.;l:oti:crr on t ot the'activltles of 'yii.e ta:ipayer-an &

fi;;;i-a'cnt "o"siftoto 
tho p'aotiC''e.gr a pnofoss!on

,,rj.thln tbo rreilI;g-rrlA fnt6nt- of 
-sectf 

cn JB6 of tho

Bax Law.

the ta..cpaSrcns a patent aitornosr.hoxl-1-.uovsraL
f,"\:I,o.poan dogroos- lncLlrdinE that J.n ocononlco ano
ennfiroerinn*e*C. wag a Gerriea patont attorney. H? como
to'-tho Lrnidcd $tates encl workod as a.patelrE.a$onE-
drrning tlro V",t";*i"voiveA.--rtgten boing *rdmittsd to tire

b;-Id igSg'fre ?reger,F a patont.attoraoy. [hs bearlng
oiff 

"er-tl6s 
hefA that thi astlvi,tleg of the t axpaye:r

;-; piten{, .afi;ont oonstituts the -pnae'ti'se of a
npofesston wltlrln th,o **rni*6-end tntsui of, eegtlou 386
bg th,e Tax Irawn I oonolrsr ..:

AcoondinsLy ttio del:ertninatlon lq - apptroved'
Ktn&ly *etora-Cte"entxno flLe to Urls off,ioo after
disposltlon.

S1g.
l ,L!:SC
I{ovonb6r' 19r l.g6e

App:rovedi TMcG
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TO:

FROM:

SUBJECT;

\ " ? /  
"  

' '

BUREAU OF LAW

MEMORANDUM

E. I { .  Best,  CounseJ-

I/Ir.. Schapiro

Possible professJ.onal oxomptions for patent
,attonneyt' and./or patent aglncies. 

-

Thnbe matte:rs have been for"r*a:rd.ed. to this Buroau
for.a repeat opinion as to whothor patent attorneys
and,/or agents should bo gnanted professional exemptions
from the UBT tax. One is the Matten of MichaoL S. Str"ikent
ln which a formal hearing has boen lreld and. a proposed
d.etermination flnding p:rofessionaL status has boen
prepared. by l4:n. Giffond, and is supported by I{n. A:rvis
Johnson in a memonand.um attacbed to the fiLe. flhe othen
two matters, Loon M. Stnauss and Nelson Littell, alle on
the fornraL calend.ar^ but no hea:rings haver as Xetr been
he ld .

The LitteLl matten concerns UBf taxes for the
peniod 195?-1958. Pnlon to l-952 tho taxpayor, Littell, was
praeticing as a patent attorney. He was dj.sbanred in
1-952 a:rd thieneaften soIely practiced. as a patent agent.
(By memonand.um d.ated ,fanu-a:ry 23, L957, fr.om Commissj.onor
Kassell to Cornmissionen Greene" thi.s br.rroau held that on

L  r t  +  G s  l ) / ,  e & r 6 a  q v v  - y l / .  v + v .  J b , ,

not j-n the pnactico of a pnofessionr) fbe Traub case

the basis of  Wi11lam D. Traub v.  Al len J.  Goodnich et  a l . r
2NY2d75g,  

-
Ei . pp.2 N Y 2d 759,

concerned a p:ractit ioner befone tbe Intenstate Comnence
Cornmi-sslon (it is to be noted that since that case the
requlnements of the Interstate Consnerce Commission have
been mad.e more ri.gonous and a centain amount of ed.ucation

. is now requined.) .

Th.e present requirements of an appLicant fon a
patent.agent l icense from one who ls not a S.awyer are that
the applicant must have an engS.neering degnee, equivalent

Th.e pnesent nequirements of an appLicant fon a

education or a combj"nation of equivalent experience and.
education and must pass a technical examination. CertainS-yt
if an industnial engineer can be d.eemed. to be a pnofossionaS.,
over which profession thone is no negulatony agency, and.
which profession has a rnixed engineering al.d. business
basis, then a patent agent r^rith its intensive educatlon
requirements, Lts contnol by a FederaL iregulatoqf agency,
and its .application of engineening pnoblems sb.ould be
d.eemed a pnofession also.



C

a2-

f l reL i t to } lmat te r ra ises theques t ionas to tho
ethical stanalii;';; ;h; 

-ii;";i;;;ion- 
or patent 3genlrtt

whtch permitJ 
-u. 

ai*U*nred. i,ltoott"y, wh9 can no 3-onger be

deemed to be-"-p" iunt  at tor t te ' ,  tb 'cont inue as a patent

agent. There-i"s nothing in t[6 r"ecord' to show t]eo reason

for sueh d.isbarrment. Thereforo, although. emotionally tbe

case is weak in ttre matter of Littoll, i t is much stnonger

in the caso of Leon M. Stnauss who is-a EuropeEn patent

attonney *a-go*d";t"-"1ei"""* p"u"ticing as a patent agent

in the United-Statos. It i"-L"i"emoly-p6rsuasive in tho

case of Michael S. Striker in-w"i"it a'fbnmaL hearj-ng has

been he1d, i i-r,r3rich ttre taxpayer, presently a-pnacticing

patent atior':eey, is a gnaaGte economist' onginoent
;t;;;"t, stuabnt of m5dicaL jr:rlspnudence ' - patent

attorney in Errropo and ? p"tg"t ^ aglnt practicing in tlre

United. Statesloi-" penio?i-of-tim! U"fboe he was admitted'

to th,e ban. 
-$"i; 

p"iioa of ti*" in j.s_sue was for the

inter"irn practicE-a! a patent- agent' [he taxpayerrs.

attorrrey lras wnitten necent l-eEters urglng- tl"l. at- lile
very least this case j.s * u*""pttg+ aia tfrat the taxpayents

icror,rLedge and. professigtt*i t6fi did not change by virtue

of ttre fact of h:is aamission to the bar. It is my opiliot,

6owoven, tlrat alttrough j-t-i; possible to make a'n oxception

in th is case-Uetause-of  the f ic ts henein,  i t  i t  f "T

betten to have-a-tenenat tpi"ioo aS to tl ie pnofessj'onaL

status of a Patent agen!

Accord . j .nS lY , Iamsend ' ingamemorand .un fnomyou
to tlre Commf ssion-siritalning the detennination.

l ' IS:SC
Novembor 19 t L962
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